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Remarks 

Claims 13-18 and 21-28 are pending. Claims 13-18 and 21-28 are rejected. 
Amendments to the Specification 

The specification is amended to include the language of claim 21 as filed. 
No new matter is added. 

Amendments to the Claims 

Claims 16 and 21 are amended with clarifying amendments. Support for these 
amendments can be found throughout the specification and claims, for example claim 
13. 

No new matter is added. 

Claim Rejection - 35 U.S.C. 112, first paragraph 

The Examiner has rejected claim 21 under 35 U.S.C. §112, first paragraph as 
failing to comply with the written description requirement. Specifically, the 
Examiner asserts that "said first cohesive signal set including an electronic cache 
marker and an electronic instruction" as presented in claim 21 is not described in the 
specification. 

The Applicants assert that the specification as filed describes the claimed 
invention in sufficient detail that one skilled in the art can reasonably conclude that 
the inventor had possession of the claimed invention. This support can be found 
throughout the specification, for example, page 16, lines 11-12 ("to detect the 
presence of a cache marker or other similar command" (emphasis added)) and page 
5, lines 6-8. 

Additionally, according to the MPEP §2163: "It is now well accepted that a 
satisfactory description may be in the claims or any other portion of the originally 
filed specification" and "There is a strong presumption that an adequate written 
description of the claimed invention is present when the application is filed". It is 
noted that claim 21, as filed, recited "said first signal set including an electronic cache 
marker and an electronic instruction to the local storage cache to retain said first 
signal set in a local cache". Furthermore, the Applicants have amended to 
specification to explicitly include the language of claim 21 as originally filed. 

The Applicants assert that claim 21 complies with the written description 
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requirement and respectfully request the Examiner withdraw the rejection to claim 21 . 
Claim Rejection - 35 U.S.C. 103(a) 

The Examiner has rejected claims 13, 16-17 and 24-26 as being unpatentable 
under 35 U.S.C. 103(a) over Lowthert in view of Morrison (U.S. Patent No. 
5,815,671), herein Morrison, and in view of Wachtfogel et al. (U.S. Patent No. 
7,340,760 B2), herein Wachtfogel. The Applicants include the following comments 
to clearly distinguish the claimed invention over the art cited by the Examiner, and 
respectfully request a favorable reconsideration of claims 13, 16-17 and 24-26. 

These rejections are respectfully disagreed with, and are traversed below. 

It is well established law that in order for an obviousness rejection to be proper, 
the Patent Office must meet the burden of establishing a prima facie case for 
obviousness. Thus, as interpreted by the Courts, the Patent Office must meet the 
burden of establishing that all elements of the invention are disclosed in the prior art 
and that in accordance with In re Lee, the prior art must contain a suggestion, 
teaching, or motivation for one of ordinary skill in the art to modify a reference or 
combine references; and that the proposed modification must have had a reasonable 
expectation of success, determined from the vantage point of the skilled artisan at the 
time the invention was made. 1 



Regarding claim 13, which recites: 

"A method for time-shifting at least one of a plurality of received 
cohesive signal sets, comprising: 

receiving a first cohesive signal set comprising a cache marker at a 
first time; 

based on the presence of the cache marker, automatically 

storing said first cohesive signal set in a computer readable storage 
medium; 

receiving a second cohesive signal set comprising a recall 
marker at a second time; and 

in response to a user request for the second cohesive signal set, 
matching the recall marker to the cache marker of the first cohesive 
signal set and outputting the requested second cohesive signal set and 
the first cohesive signal set in a timed relation relative to one another 
that differs from a timed relation in which they were received, wherein 



1 In Re Fine, 5 U.S.Q.2d 1 596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. 
1970); Agmen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed Cir. 1996); In Re 
Sang Su Lee, 277 F.3d 1338, 61 U.S.P.Q.2d 1430 (Fed Cir. 2002). 
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the output timed relation is determined by the recall marker " 

(emphasis added). 

The Examiner asserts that Lowthert teaches: 

"receiving a first cohesive signal set comprising a cache marker at 
a first time (see [09], [30], [31] for using an info segment and ad entry 
headers which are located in the info segment); 

receiving a second cohesive signal set comprising a recall marker 
at a second time (see [32], [33], [34], [43] for using interrupt point 
identification in a program data stream); and 

in response to a user request for the second cohesive signal set, 
using the recall marker to identify the cache marker of the first 
cohesive signal set and outputting the requested second cohesive 
signal set and the first cohesive signal set in a timed relation relative to 
one another that differs from a timed relation in which they were 
received, wherein the output timed relation is determined by the 
recall marker (see [29], [30], [32] where the use of a interruption 
point identifier within a program data stream is used to identify an 
info segment header within a data segment which is then time-shifted 
upon a user's request to see [43] also see [45] where it is demonstrated 
that a user can control the receiver via a remote control)" (emphasis 
added). 

Consider the disclosure of Lowthert: 

"FIG. 2 illustrates one embodiment of a program which includes 
an info segment and a content item. The info segment is provided to 
the receiver by the info segment server, and the content item is 
provided to the receiver by the content server" (paragraph [0029], 
emphasis added). 

"As illustrated in FIG. 6, the program may contain info segment 
pointers (Info Segment Pointer), such as URLs or the like, which take 
far less bandwidth and storage than the complete info segment. Thus, 
the pointers may be repeated periodically throughout the broadcast of 
the content item. The first time the receiver encounters a pointer, it 
may fetch the info segment" (paragraph [0039], emphasis added). 

"The Receiver requests (103) content for that program, and then 
receives (104) the content from the Content Server or from the Local 
Content Store if it has previously been received and cached. The 
Receiver begins to play (105) the content on the Presentation Device. 
The Receiver requests (106) an info segment for that program , and 
receives (107) the info segment from the Info Segment Server, or from 
the Local Info Segment Store if it has previously been received and 
cached; 

in that case, it may then also check to see if the locally stored info 
segment is still valid or current. 

During play of the content, the receiver waits (108) until play 
reaches the first interruption point identified in the info segment " 
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(paragraphs [0045-0047], emphasis added). 

As disclosed in Lowthert, the "Receiver" "begins to play (105) the content", then 
"requests (106) an info segment for that program". Thus, the "content" and "info 
segment" are separate. Additionally, the "content" and "info segment" are provided 
by separate servers ("info segment server" and "content server"). The "interruption 
point" is described as "identified in the info segment". Clearly, the "content" is not 
disclosed or suggested as comprising an "interruption point identifier". Rather, the 
"content" includes an "Info Segment Pointer" which instructs the "receiver" to 
"fetch" the "info segment" which in turn identifies the "interruption point". 
Therefore, the "interruption point identifier" is not analogous to the "recall marker" of 
claim 13. 

Assuming arguendo that the ad is analogous to the "first cohesive signal set" and 
the content is analogous to the "second cohesive signal set" (with which the 
Applicants do not agree), then the teaching of Lowthert is in contradiction to the 
" second cohesive signal set comprising a recall marker" where "the output timed 
relation is determined by the recall marker" as in claim 13. 

Neither Wachtfogel nor Morrison are suggested as teaching this element of claim 

13. 

Neither Lowthert, Wachtfogel nor Morrison disclose or suggest a "second 
cohesive signal set comprising a recall marker" where "the output timed relation is 
determined by the recall marker" as in claim 13. Therefore, the combination of 
Lowthert, Wachtfogel and Morrison (which the Applicants do not assert there is a 
motivation or teaching to combine), herein Lowthert- Wachtfogel-Morrison, also does 
not disclose or suggest claim 13. 

Even if one were to combine Lowthert, Wachtfogel and Morrison, it is unclear 
what the resulting combination would provide. Would it provide ads indicating 
interruption points in a content item, which the user may delay showing (see Abstract 
of Wachtfogel)? 

Clearly, Lowthert- Wachtfogel-Morrison does not disclose or suggest "second 
cohesive signal set comprising a recall marker" where "the output timed relation is 
determined by the recall marker" as in claim 13. Therefore, Lowthert- Wachtfogel- 
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Morrison does not make obvious claim 13. 

For at least these reasons, claim 13 is in condition for allowance. As claims 16-17 
and 24-26 depend upon claim 13, they are likewise in condition for allowance. 

The Examiner has rejected claims 14, 15, 18 and 27-28 as being unpatentable 
under 35 U.S.C. 103(a) over Lowthert in view of Morrison and Wachtfogel and Picco 
et al. (U.S. Patent No. 6,029,045), herein Picco. The Applicants include the following 
comments to clearly distinguish the claimed invention over the art cited by the 
Examiner, and respectfully request a favorable reconsideration of claims 14, 15, 18 
and 27-28. 

These rejections are respectfully disagreed with, and are traversed below. 

As seen above, Lowthert-Morrison- Wachtfogel does not disclose or suggest claim 
13. As claim 13 is allowable over Lowthert-Morrison- Wachtfogel then all claims that 
depend from claims 13 should also be allowable over Lowthert-Morrison- Wachtfogel, 
whether considered alone or in combination with other art cited as applied by the 
Examiner. For at least this reason, claims 14, 15, 18, 27 and 28 are in condition for 
allowance. 

The Examiner has rejected claims 21-23 as being unpatentable under 35 U.S.C. 
103(a) over Lowthert in view of Wachtfogel. The Applicants includes the following 
comments to clearly distinguish the claimed invention over the art cited by the 
Examiner, and respectfully requests a favorable reconsideration of claims 21-23. 

These rejections are respectfully disagreed with, and are traversed below. 

As shown above, neither Lowthert nor Wachtfogel discloses or suggests a "second 
cohesive signal set comprising a recall marker" where "the output timed relation is 
determined by the recall marker". Clearly, the combination of Lowthert and 
Wachtfogel, herein Lowthert- Wachtfogel, does not disclose or suggest "second 
cohesive signal set comprising an electronic recall marker that... directs a receiver to 
sequence said first cohesive signal set with said second cohesive signal set in a timed 
relation in response to a user request for the second cohesive signal set" as in claim 
21. 
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Clearly, Lowthert does not disclose each and every non-inherent limitation of 
claim 21. Thus, Lowthert does not anticipate claim 21. For at least these reasons, 
claim 21 is in condition for allowance. As claims 22 and 23 depend upon claim 21, 
they are likewise in condition for allowance. 

In light of the discussion above, the Applicants respectfully assert that a prima 
facie case for obviousness was not presented as required by the court in In re Lee. As 
such, the Applicants respectfully request that the Examiner reconsider and withdraw 
these rejections to claims 13-18 and 21-28. 



For the foregoing reasons, the Applicants believe that each and every issue raised 
by the Examiner has been adequately addressed and that this application is in a 
condition for allowance. As such, early and favorable action is respectfully solicited. 

Respectfully submitted: 
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